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FOREWORD 


This report was prepared by Herschel Clesner, under the supervision 
of Robert L. Wright, chief counsel of the Subcommittee on Patents, 
Trademarks, and Copyrights, as part of the subcommittee’s study of 
the U.S patent system, conducted pursuant to Senate Resolution 236 
of the 85th Congress, 2d session. It is the second of a series that will 
describe the current practices of each of the agencies of the Federal 
Government engaged in activities which may result in the ownership 
of patents by the Government or patent licenses to the Government 
from employees, contractors, or grantees. 

This series of reports is based upon material assembled by the sub- 
committee in response to inquiries first made in the summer of 1957. 
The object of these inquiries was to determine how Government agen- 
cies have been discharging their responsibilities with respect to 
inventions in which the Government had a substantial financial inter- 
est, as the result of its expenditures for scientific research and develop- 
ment. No such inquiry had been made since the investigation some 
11 years ago, which culminated in the Attorney General’s report and 
recommendations with respect to Government patent practices and 
policies, published in 1947. The inquiries were mainly designed to 
show the extent to which Government agencies have followed or dis- 
regarded the recommendations of that report and the reasons under- 
lying the policies presently followed by these agencies. 

The recommendations of the 1947 report were summarized in the 
foreword to the first report in this series, which covered the Tennessee 
Valley Authority, and will not be repeated here, except to say that it 
favored the Government taking title to all inventions under research 
supported by Government funds unless a Government Patent Admin- 
istrator or the head of a Federal agency directed otherwise in special 
cases when the Government would be entitled to an irrevocable, roy- 
alty-free license. The patent practices of the National Science Foun- 
dation reflect a view of Government responsibility for the supervision 
of inventions produced by the expenditure of Government funds, which 
is opposed both to the practices of the TVA and to the 1947 recom- 
mendation of the Attorney General. As to research contracts and 
grants, the Attorney General had recommended that the Government 
should ordinarily take title to all inventions produced in the perform- 
ance of the contract. 

Up to now the Foundation has not thought it necessary to keep 
itself informed as to patent applications arising out of the research 
performed by its contractors or grantees. The question as to whether 
or not an application for a patent should be made for the benefit of 
the Government is therefore one in which the Foundation has not 
chosen to take any interest, although the law creating the Foundation 
clearly contemplated the possibility that Government patents or 
Government licenses should be obtained (42 U.S.C. 1871A; Exec- 
utive Order No. 10521, sec. 6). 
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vI FOREWORD 


It seems doubtful that the Foundation’s research grantees, most 
of which are educational institutions without any responsibility for 
carrying out Federal policy, are in a position to make decisions as 
to the desirability in the public interest of securing patent protection 
for federally financed inventions or discoveries. On the other hand, 
the Foundation, primarily interested as it is in pure, rather than 
applied research, may well be justified in feeling that none of its 
energies should be devoted to patent matters. The result is that, in 
the absence of a Patents Administrator, or some other Federal official, 
with primary responsibility for the proper exploitation of all inven- 
tions and discoveries produced as a result of the use of Government 
funds, the formulation of Government decisions is being wholly 
neglected, while the opportunity may be thus created for persons 
without Government responsibility to act for private interests alone. 

As noted in the foreword to the first report, the subcommittee’s 
views as to what the National Science Foundation or any other 
governmental agency ought to be doing with respect to patents on 
inventions produced with its funds is reserved for future comment. 
All that is presented here is a factual summary of the agency’s stat- 
utory authority in this field, its current practice, and its own viewpoint. 

JosErpH C. O’MAHONEY, 
Chairman, Subcommittee on Patents, Trademarks, and Copyrights, 
Committee on the Judiciary, United States Senate. 


JANUARY 2, 1959. 





PRELIMINARY REPORT AS TO THE PATENT PRACTICES OF 
THE NATIONAL SCIENCE FOUNDATION 


I. Leaat AutTHority as To PATENTS 
A. LEGISLATIVE 


The National Science Foundation was created in 1950 and one of its 
functions is to— 


develop and encourage the pursuit of a national policy for the 
promotion of basic research and education in the sciences 


(42 U.S.C. 1862(1)). 
For this purpose the Foundation has been given authority to— 


enter into contracts or other arrangements, or modifications 
thereof, for the carrying on, by organizations or individuals 
in the United States and foreign countries, of such basic 
scientific research activities as the Foundation deems 
necessary (42 U.S.C. 1870(c)). 


The provisions which control the Foundation’s patent policies are 
the following: 


42 U.S.C. 1871(a).—Each contract or other arrangement 
executed pursuant to this chapter which relates to scientific 
research shall contain provisions governing the disposition of 
inventions produced thereunder in a manner calculated to 
protect the public interest and the equities of the individual 
or organization with which the contract or other arrangement 
is executed: Provided, however, That nothing in this chapter 
shall be construed to authorize the Foundation to enter into 
any contractual or other arrangement inconsistent with any 
provision of law effecting the issuance or use of patents. 

42 U.S.C. 1871(b).—No officer or employee of the Founda- 
tion shall acquire, retain, or transfer any rights, under the 
patent laws of the United States or otherwise, in any inven- 
tion which he may make or produce in connection with per- 
forming his assigned activities and which is directly related 
to the subject matter thereof: Provided, however, That this 
subsection shall not be construed to prevent any officer or 
employee of the Foundation from executing any application 
for patent on any invention for the purpose of assigning the 
same to the Government or its nominee in accordance with 
such rules and regulations as the Director may establish. 
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PATENT PRACTICES OF THE NATIONAL SCIENCE FOUNDATION 


B, EXECUTIVE 


Executive Order No. 10521, dated March 17, 1954 (19 F.R. 1499), 
ives the Foundation advisory powers with respect to research con- 


ucted by other Government agencies in the following provisions: 


Src. 5.—The Foundation, in consultation with educational 
institutions, the heads of Federal agencies, and the Commis- 
sioner of Education of the Department of Health, Education, 
and Welfare, shall study the effects upon educational institu- 
tions of Federal policies and administration of contracts and 
grants for scientific research and development, and shall rec- 
ommend policies and procedures which will promote the 
attainment of general national research objectives and reali- 
zation of the research needs of Federal agencies while safe- 
guarding the strength and independence of the Nation’s 
institutions of learning. 

Sec. 6.—The head of each Federal agency engaged in 
scientific research shall make certain that effective executive, 
organizational, and fiscal practices exist to ensure (a) that 
the Foundstion is consulted on policies concerning the 
support of basic research, (6) that approved scientific 
research programs conducted by the agency are reviewed 
continuously in order to preserve priorities in research efforts 
and to adjust programs to meet diseaiur conditions without 
imposing unnecessary added burdens on budgetary and 
other resources, (c) that applied research and development 
shall be undertaken with sufficient consideration of the 
underlying basic research and such other factors as relative 
urgency, project costs, and availability of manpower and 
facilities, and (d) that, subject to considerations of security 
and applicable law, adequate dissemination shall be made 
within the Federal Government of reports on the nature and 
progress of research projects as an aid to the efficiency and 
economy of the overall Federal scientific research program. 


Il. Present PRACTICE 


A. ADMINISTRATION 


The Foundation has no personnel dealing solely with patents and 
does not know the number or character of the inventions or discoveries 
produced under the contracts or other arrangements authorized by 
the above-quoted section 1871(a) of the act creating the Foundation. 
Its annual reports indicate, however, that its research has resulted 
in developments which include patentable subject matter. 


To date, the Foundation has not been notified that any 
such patent has been granted although it has been informed 
of patent applications by grantees from time to time.’ 


1 Letter from William Hoff, General Counsel, dated Dec. 10, 1958. 
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B. TITLE POLICY 
1. Employees 

As noted above, section 1871(a) provides that no officer or employee 
of the Foundation may acquire, retain, or transfer any rights, under 
the patent laws of the United States in connection with performing 
his assigned activities and which is directly related to the subject 
matter. The Foundation conducts no research through its own 
employees. Therefore, no questions have arisen regarding title to 
employee inventions. 


2. Contractors and grantees 


The Foundation’s research program is carried on mainly through 
grants to educational institutions and occasionally by research con- 
tracts with private concerns. In all instances the Foundation allows 
the grantee or contractor to retain title to all inventions which are 
made in the course of performing the assigned research. The grantee 
or contractor is required to give the U.S. Government a royalty-free, 
nonexclusive license to use the invention for governmental purposes. 
The Foundation, as a rule, does not acquire the right, through con- 
tract, grant, or other arrangement, to any technical information, 
know-how, specialized processes, or other proprietary rights that may 
be developed in connection with that invention. The Foundation 
has never construed the requirement that its contracts and grants 
dispose of inventions produced thereunder “in a manner calculated 
to protect the public interest” as requiring the assignment of title 
to an invention to the Government or any Government agency. 
It has thus relied entirely upon its contractors and grantees to deter- 
mine when a patent application should be made and what use of these 
inventions may be made by individuals or organizations other than 
Government agencies. 


C. FOREIGN FILING 


The Foundation does not reserve the right to apply for foreign 
patents in any of its grants, contracts, or other arrangements or to 
require foreign applications by others. It therefore has no informa- 
tion as to such filing, if any, by the grantees, contractors, or the indi- 
vidual inventors. 

The Foundation believes that the cost of filing foreign patent appli- 
cations on any inventions which might result from its support of 
research would exceed any advantage the Federal Government might 
obtain. 

D. USE BY PARTIES RETAINING TITLE 


As noted above the Foundation has not yet been informed that 
any invention which may have been produced by the expenditure of 
its funds has resulted in the issuance of a patent. Nor is it presently 
informed as to what has been done by others with respect to obtaining 
domestic and foreign patent protection on such inventions or as to 
the actual use made of such inventions by others. 





? Letter of Aug. 26, 1958, from Robert Brode, Acting Director, National Science Foundation, to Senator 
— s O’Mahoney, chairman of the Senate Judiciary’s Subcommittee on Patents, Trademarks, and 
opyrights. 
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Ill. Acency Viewpoint 


The Foundation states that its— 


present patent policy was arrived at after long and careful 
study, taking into account the needs of the Federal Govern- 
ment and the role of the Foundation with regard to support 
of basic scientific research. We believe the present Founda- 
tion policy to be an appropriate one for the Foundation to 
follow and that it should be continued.* 


However, since this preliminary report was brought to the attention 
of the Foundation, its General Counsel has indicated that the Founda- 
tion may abandon its present policy of waiting until a patent issues 
to obtain a license to use the invention produced with the expendi- 
ture of its funds. In the General Counsel’s letter of December 10, 
1958, he states: 


The Foundation is considering a revision of its patent 
clause to require the giving of the royalty-free, nonexclusive 
license to the Government upon application for a foreign or 
domestic patent rather than upon issue of the patent as 
presently required. If and when this revision is put into 
effect the Foundation will be informed at an earlier point 
as to the steps being taken by its grantees in connection 
with patent rights on inventions deaoped during the course 
of Foundation-supported research. (Italics supplied.) 


O 


4 Ibid., supra, note 2. 


